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Commissioner for Patents 

p.o| Box 1450 OCT 2 9 2003 

Alelca„dria,VA 22313-1450 G-ROUP 3600 

RESPONSE TO RESTRICTION REQUIREMENT UNDER 35 U.S.C. § 121 

Dear Sir: 

On September 22, 2003, a Requirement for Restriction under 35 U.S.C. § 121 was issued 
by the U.S. Patent and Trademark Office in connection with the above-identified application. A 
response is due by October 22, 2003. Accordingly this response is timely filed. 

Requirement For Restriction Under 35 U.S.C. § 121 

In the restriction issued September 22, 2003, the pending claims were alleged to describe 
the following independent and district inventions: 

L Claims 1-63, drawn to a method for managing network medical services, 
classified in class 705, subclass 2-4; and 

XL Claims 64-90 drawn to a computer based patient medical record system, classified 
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in class 345, subclass 156, 619, 650, 676, 808, 862. 

The Office alleged that the inventions are distinct, each from the other because of the 
following reasons. Inventions I and II are related as sub-combinations disclosed as usable 
together in a single combination. The sub-combinations are distinct from each other if they are 
shown to be separately usable. In the instant case, the Office alleged that Group I has a separate 
utility such as a medical services network for receiving, transmitting and interpreting diagnostic 
data. Invention II has separate utility such as manipulating user's image files. 

The Office alleged that because these inventions are distinct for the reasons given above 
and have acquired a separate status in the art as shown by their different classification, and 
because the search required for Groups II and II are not coextensive, restriction for examination 
purposes as indicated is proper. 



Applicant's undersigned attomey, on behalf of Applicant, elects Group II, claims 64-90, 
with traverse. AppUcant expressly reserves his right under 35 U.S.C. § 121 to file one or more 
divisional applications directed to the nonelected subject matter during the pendency of this 
application, or an application claiming the benefit of this application under 35 U.S.C. § 120. 

Applicant traverses the requirement for restriction and requests the Office to reconsider 
and withdraw the restriction requirement between the inventions of Groups I-II, claims 1-90. 
There are two criteria for a proper requirement for restriction, namely, (1) the inventions must be 
independent or distinct, and (2) there must be a serious burden on the Examiner if restriction is 
not required. Under M.P.E.P. § 808, the Examiner must examine the subject application on the 
merits even though it includes claims to distinct inventions, if the search and examination of the 
application can be made without serious burden. 

Applicant notes that it would not be a serious burden on the Examiner to search the 
inventions of Groups I and II together as each invention requires the use of the process of a data 
collection system. The use of a data collection system also provides the relationship between 
Groups I and II. 

Accordingly, in view of the preceding discussion. Applicant respectfully asserts that two 
or more independent and distinct inventions have not been claimed in the subject application 
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between the inventions of Groups I and 11. Therefore, restriction is not proper under 35 U.S.C. 
§ 121 and withdrawal of this restriction is respectfully requested. 



No additional fee is deemed necessary in connection with the filing of this Response. 
However, if the Patent Office determines that an extension and/or other relief is required, 
Applicant petitions for any required relief including extensions of time and authorizes the 
Commissioner to charge the cost of such petitions and/or other fees due in connection with the 
filing of this document to Deposit Account No. 50-2518, referencing billing number 2023953- 
7009802001 . However, the Commissioner is not authorized to charge the cost of the issue fee to 
the Deposit Account. 

Should a telephone advance prosecution of the subject application, the Examiner is 
invited to contact the undersigned at (650) 849-4950. 



Bingham McCutchen LLP 
Three Embarcadero Center, Suite 1800 
San Francisco, California 941 1 1 
Telephone: (650) 849-4950 
Telefax: (650)849-4800 



CONCLUSION 




Respectfully submitted. 




Antoinette F. Konski 
Registration No.: 34,202 
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